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EXECUTIVE SUMMARY & KEY TAKEAWAY
Section 59(1) imposes a rigid Double-Effect Filter. Amendments submitted during examination are strictly limited to narrowing existing claims
(disclaimer/explanation). Disclosed unclaimed embodiments must be carved out into a Section 16 voluntary divisional.

1. The Double-Effect Filter of Section 59(1)

Post-filing amendments submitted during examination before the Indian Patent Office are governed by the rigid strictures of Section
59(1). Under Section 59(1), no amendment of a complete specification is permissible except by way of disclaimer, correction, or
explanation.

« Effect 1 (Disclosure Filter): Prohibits adding new subject matter not in substance disclosed in the specification as filed (equivalent to
US 35 U.S.C. § 132 and EPO Atrticle 123(2) EPC).

» Effect 2 (Scope Expansion Filter): Prohibits amending claims such that any claim does not fall wholly within the scope of claims
existing immediately prior to amendment.

2. Why Claim Category Conversions Fail under Nippon A&L; (2022)

Foreign applicants frequently attempt to convert product-by-process claims into method claims or system claims during Indian
prosecution. In Nippon A&L; Inc. v. Controller of Patents (2022), the Delhi High Court affirmed that converting claim categories fails
Section 59(1) Effect 2 because a method claim does not 'fall wholly within the scope' of a pre-amendment product claim.

3. Tri-Jurisdictional Scope Flexibility Comparison

* United States (35 U.S.C. § 132/ § 120): Broadening amendments permitted during prosecution; disclosures in description can be
claimed via continuations.

 European Patent Office (Art. 123(2) & (3) EPC): Amendments permitted if directly and unambiguously derivable from original
disclosure.

* India (Sections 57-59 vs. Section 16): Post-filing amendments restricted strictly to narrowing existing claims. Disclosed unclaimed
embodiments must be carved out via a Section 16(1) Limb 1 voluntary divisional application.

4. Strategic Triage Decision Tree
1. Goal: Narrowing Existing Claims: Proceed under Section 57/59 via Form 13 (disclaimer/explanation). Permissible.

2. Goal: Converting Claim Category (Product — Method): Impermissible under Section 59(1). Must carve out method claims via
Section 16(1) Limb 1 divisional prior to parent grant.

3. Goal: Claiming Disclosed Unclaimed Embodiment: Impermissible under Section 59(1) Effect 2. Must file a Section 16(1) voluntary
divisional application.
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